ISSN 2308-0361

PO3BUNTOK COEPU IHTEJIEKTYAJIbHOI BJIACHOCTI b

Olena Orliuk,

THE ROLE OF LEGAL SCIENCE
IN THE PROCESS OF REFORMING
INTELLECTUAL PROPERTY
SPHERE IN UKRAINE:
ACHIEVEMENTS, OBJECTIVES,

MISSION

Doctor of Juridical Science, professor, corresponding
member of the NALS of Ukraine, Director of the Intellectual
Property Research Institute of the NALS of Ukraine;

acting Head of the Department of Intellectual Property
of Taras Shevchenko National University of Kyiv

Opaok O. Poas npasoBoi Hayku y npoueci pedopmyBannsa chepu iHTeaexTy-
aJIbHOI BJIACHOCTI B YKpaiHi : JOCATHEeHHd, 3aBIaHHA, Micid.

ABTOp aHaI3ye KpOKN YKpPAIHN y PO3BUTKY 3aKOHOMABCTBA y cepl IHTeIeKTyaIbHOL
Biacuocti. Kpim 1poro, aBrop aHasmiaye mocsireHHst HaykoBO-JOCIIIHOTO 1HCTUTYTY 1HTe-
nerryanbHoi BiaacHocti HAIIpH Vrpainu y po3dymoBi cucremMu 1HTEJIEKTYaIBHOI BJIACHO-
crl YEpaiHu Ta 3HAMOMUTD YMTAYIB 3 I[JIAMU Ta 3aBIAHHAME HOr0 JisSJIBHOCTI.

Kniouosi cnosa: iHTeIeKTyaIbHA BJIACHICTD, OCBITA, HAyKa, 3akoHompoerTu, HJII imTe-
nekryansHol BiaacHoeti HAIIpH Vipaiuu, pedopMyBaHHA 3aK0HOIABCTBA

Intellectual property is an integral
part of international trade and global
economy. However, since intellectual
property rights are private and regional
by their nature, the question arises as to
whether it is possible to provide effective
protection of intellectual property rights
during the era of globalization. The rapid
pace of international trade, interconnec-
tion of economic systems and known con-
sequences of ineffective protection at
level of certain national legal systems
force countries to rethink the nature and
ways to improve protection of intellectu-
al property rights.

The countries are searching for the
opportunities to create a favourable cli-
mate to attract investments and stimu-
late economic activity to make it more in-
tensive. For its achievement it is impor-
tant to create a strong and balanced

intellectual property mode, which should
promote commercial and industrial ac-
tivities in general. In support we can cite
the report of the leader of the World In-
tellectual Property Organization in 2015
«Breakthrough innovation and economic
growth», which states that «intellectual
property is at the centre of innovative
growth of the national economies» [1].
Currently the work of WIPO in the
sphere of protection of rights is specified
based on the Strategic goal VI, deter-
mined during the adoption of the Agenda
for development [2]. According to the
Strategic goal VI ensuring respect for IP
in a sustainable manner is a broad con-
cept, within which security and protec-
tion of intellectual property rights shall
be performed taking into account the in-
terests of socio-economic development
and consumer protection.
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European experience can be used as a
model while viewing prospects for the de-
velopment of protection of intellectual
property rights. Nevertheless formation
of a single European market requires the
harmonization of respective national
laws of the EU Member States, as well as
improving the protection of intellectual
property rights at the international level.
The importance of the latter is proved by
the provisions on the expansion of EU
competence in the field of trade-related
intellectual property rights in the Treaty
of Nice of the EU as of February 26,
2001, which entered into force since Feb-
ruary 1, 2003. Protection of intellectual
property as an inalienable human right
is proclaimed in part 2 of article 17 of the
Charter of Fundamental Rights of the
European Union. The text of the Charter
was not included to the Lisbon Treaty as
of December 13, 2007, but its provisions
are mandatory. The article 6 of the EU
Treaty stipulates that «The EU respects
the rights, freedoms and principles set
out in the Charter of Human Rights» [3].

For Ukraine, a member of most inter-
national treaties in the field of intellectu-
al property, and country working to-
wards European integration in the early
2000s, the issue of adequate protection
and security of Intellectual Property
rights has a particular meaning. Having
concluded in 1994 Agreement on partner-
ship and cooperation with the EU and
the WTO after joining in 2008 (which
caused application of Agreement on
trade aspects of intellectual property
rights [4]), Ukraine committed to ensure
the protection of intellectual property at
the level similar to the EU one.

Association Agreement between
Ukraine, of the one part, and the Euro-
pean Union, the European Atomic Ener-
gy Community and their Member States,
of the other part, was ratified as of Sep-
tember 16, 2014 by the Parliament of
Ukraine and the European Parliament [5];
Chapter 9 is devoted directly to the intel-
lectual property. Article 157 of the
Agreement defines the main two objec-

tives in this area: a) facilitate the produc-
tion and commercialization of innovative
and creative products in the Parties; and
(b) achieve an adequate and effective
level of protection and enforcement of in-
tellectual property rights.

Necessity to create conditions for the
proper protection of intellectual property
is also understood at domestic political
level. Sustainable Development Strategy
«Ukraine—2020» was approved by the De-
cree of the President of Ukraine as of
January 12, 2015. According to [6], IPR
protection is defined as a vector of reform
of national security direction. Under-
standing of the role of intellectual prop-
erty is also defined in government docu-
ments.

Therefore, adequate and effective pro-
tection of intellectual property rights re-
lates to strategic areas of reforming of
national legislation and law enforcement
with regard to European integration vec-
tor for development. In this direction
substantial role belongs to professionals
involved in the process of preparation of
the updated legislation.

Such professionals in the country are
experts of the Intellectual Property Re-
search Institute of the National Academy
of Legal Sciences of Ukraine, which re-
cently celebrated its 15™ anniversary [7].
Today it is recognized as a national cen-
tre of expertise in the field of intellectual
property; it deals not only with the fun-
damental and applied scientific develop-
ments concerning law and economics of
intellectual property, but also with the
direct practice. Such combination of prac-
tical experience and theoretical research
makes it possible to perform the tasks ef-
ficiently.

At this stage, Ukraine is at the point
where legislation on copyright and relat-
ed rights, in the field of industrial prop-
erty shall be revised and new require-
ments and obligations shall be applied
that are specified in the Association
Agreement of Ukraine with the EU. Ex-
isting problems shall be also taken into
account in the process of legislation re-
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forms: ones associated with poor quality
of protection documents, patent trolling
phenomenon, and possibility of adminis-
trative appeal against protection docu-
ments, decrease of the load of the court
system and so on. The country shall
gradually introduce alternative methods
of dispute settlement in order not to set-
tle disputes solely in court.

Within each of these areas the experts
of our Institute together with the special-
ists from the Ministry of Economic De-
velopment and Trade of Ukraine (here-
inafter referred to as MEDT), national
system of intellectual property protec-
tion, representatives of professional envi-
ronment in this area are actively work-
ing on a comprehensive change of legisla-
tion in the field of copyright, industrial
property, protection of intellectual prop-
erty rights and so on.

An institutional reform of the nation-
al system of intellectual property protec-
tion is performed alongside with legisla-
tive reforms in Ukraine. Thus, the Insti-
tute involves the working group bringing
together representatives of public au-
thorities, patent office, professional insti-
tutions in the field of intellectual proper-
ty, public organizations, etc., aiming at
drawing of a draft law which will deter-
mine the principles of the National Sys-
tem of Intellectual Property Legal Pro-
tection. According to the Concept of re-
forming of this sector [8] approved by the
Government of Ukraine, development
and implementation of state policy in the
field of intellectual property is the re-
sponsibility of MEDT. The National Of-
fice of Intellectual Property is formed on
the basis of the State Intellectual Proper-
ty Service being liquidated and the
Ukrainian Intellectual Property Insti-
tute (Ukrpatent). Nowadays the working
group is engaged in issues of determining
the legal status and tasks that must be
solved by national system of legal protec-
tion of intellectual property in Ukraine.

Joint efforts will hopefully lead to the
legislative changes in the field of intellec-
tual property, significantly enhance the

protection of intellectual property, and
create a much better basis for the compli-
ance with the rights of owners, to a sig-
nificant reduction in counterfeiting, to
cease the mass violations of intellectual
property rights on the Internet.

The Institute pays much attention to
the issue of high quality legislative sup-
port. Since its establishment until now
our irrevocable priority refers to re-
searches, accumulation of unique knowl-
edge and their continuous implementa-
tion, assistance to citizens, legal entities
and state in solving practical issues re-
lated to creation and use of intellectual
property.

The range of our scientific and practical
interests includes among others tradition-
al areas of intellectual property — copy-
right, related rights, trademarks for goods
and services, geographical items, patents,
utility models, industrial designs — but
not limited to them. During 15 years the
Institute performed 24 developments by
fundamental and applied themes.

The results of Institute’s activity
cover more than 300 draft legal acts de-
veloped by the Institute independently or
with involvement of other entities to per-
form development or review work. Legal
examination of draft laws and other legal
acts, development of recommendations
and proposals is a form of implementa-
tion of the main results of our activity.
Now the focus in legislative activities is
the European integration towards the re-
newal of national legislation in the field
of intellectual property.

This is due to the challenges faced by
Ukraine. In particular, specialists of the
Institute are actively involved in the ac-
tivity of MEDT and other ministries (in-
cluding the Ministry of Agriculture, Min-
istry of Health), involved in drawing the
draft laws aimed at implementation of
the Association Agreement between
Ukraine and the EU. The developing
laws include:

*Draft law «On amendments to some

legislative acts of Ukraine relating
to improvement of legal protection of
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intellectual (industrial) property»
(patent trolling)

*Draft law «On amendments to some
legislative acts of Ukraine relating
to enforcement of liability and pro-
tection of rights in the sphere of in-
tellectual property)

*Draft law «On amendments to some
legislative acts of Ukraine relating
to improvement of legal protection of
geographical items»

*Draft law «On amendments to some
legislative acts of Ukraine relating
to improvement of protection for lay-
out of a semiconductor product» (in-
tegrated microcircuits — masswork)

*Draft law «On amendments to some
legislative acts of Ukraine in the
field of copyright and related rights»

*Draft law «On amendments to some
legislative acts of Ukraine relating
to improvement of protection of in-
ventions (utility models)»

*Draft law «On amendments to some
legislative acts of Ukraine (relating
to improvement of protection of in-
tellectual property rights)».

The agenda includes the issue of the
development of amendments to the
Criminal Code of Ukraine and the Cus-
toms Code of Ukraine.

Ad hoc committee of the Verkhovna
Rada of Ukraine on Science and Educa-
tion approved the IT environment draft
law amending copyright and related
rights in respect of the allocation of
rights for the service objects of intellectu-
al property rights.

However, in addition to specific legis-
lation on intellectual property, changes
shall be made also in the Civil Code of
Ukraine, where volume 4 is dedicated to
intellectual property rights. Intellectual
property shall be recognized as a com-
modity in the Commercial Code of
Ukraine. In addition, there shall be
arranged the system of balance and off-
balance accounting of intellectual proper-
ty. It is also necessary to review the
methodology for assessing the value of
intangible assets, adopted by the State

Property Fund of Ukraine more than ten
years ago. Activity of the Institute sup-
ports these findings. As a certified evalu-
ator the Institute is involved in assess-
ment and audit of intellectual property.
Specifically, certified evaluators devel-
oped over 60 assessment findings on pro-
prietary rights for intellectual property,
customers of which often were the lead-
ing national brands.

As for the practical component of the
Institute, the first is the provision of oral
and written consultations on issues re-
lating to law and economics of intellectu-
al property, civil, civil procedure, busi-
ness, finance right and so on. Specialists
of the Institute are involved to the regis-
tration of rights for works, objects
of patent right, means of individualiza-
tion, acting also as patent attorneys. In
addition, during the years of work our ex-
perts prepared more than 100 scientific
expert reports upon request of higher
and central government authorities, car-
ried out about 300 scientific researches
ordered by public and private organiza-
tions and over 470 researches ordered by
regional entities, including local self-gov-
ernment entities and local authorities.
This experience is useful in the process of
reforming of the intellectual property
protection system. After all, now Ukraine
initiates the issue of creation of a body to
combat piracy and the possibility to at-
tract the Anti-Corruption Bureau to
strengthen the protection of intellectual
property rights. Ensuring control over
royalties and license fees shall be en-
trusted to the authorities of the State
Fiscal Service of Ukraine, and thus there
shall be a high quality financial legisla-
tion, which will properly reflect intellec-
tual property issues.

The leading role in the practice of the
Institute refers to the judicial and special
studies of intellectual property. During
the past period of time the legal experts
certified by the Ministry of Justice of
Ukraine carried out more than 1 700 re-
search works. Our experts, including ex-
perienced lawyers and advocates repre-
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sent the interests of entities of intellectu-
al property rights within judicial and
non-judicial settlement of disputes; rep-
resent interests of entities of intellectual
property rights in case of illegal use of in-
tellectual property, as well as at unfair
competition in administrative and judi-
cial bodies.

Thus nowadays this experience will
be useful for the High Specialized Court
for Intellectual Property [9] founded
in Ukraine, which will start its activities
in 2017.

Within the judicial reform being im-
plemented in the country, there are sig-
nificant alterations proposed to the civil
and economic process applying directly
to the protection of intellectual property.
In particular, the Council for Judicial Re-
form presented the Draft amendments
to the Civil and Commercial Procedure
Codes, the Code of administrative pro-
ceedings [10]. Alterations include expan-
sion of court remedies and evidence
forms (including electronic evidence
as the independent means). Protection of
rights shall not be restricted by the man-
ner specified by law or contract, but in-
volve also another way, effectively pro-
tecting such rights. Effective mechanisms
are offered to ensure the claim and evi-
dence (including expanding the ways the
claim provision, widely used counter in-
junction, compensation for damage caused
by unreasoned claim or evidence). The
court will perform the role of arbitrator
only and will never act as investigator.

There are also proposed changes in
order to simplify and accelerate the pro-
ceedings of simple and less significant
cases; to ensure thorough preparation
and review of complex cases; to ensure
the timeliness of the case and legal cer-
tainty; introduction of «electronic court»
and so on. In the course of reform there
are the proposed mechanisms to prevent
abuse of procedural rights. The latter in-
volves prevention from «clone claims»
and other manipulation tools for cases
distribution, deliberate prolongation of
the case, manipulation of jurisdiction

and effective responsibility measures for
abuse of rights. It is extremely important
for intellectual property rights, because
the disputes of intellectual property in-
fringement can be settled during the long
term (for years). In this sense we feel ex-
tremely positive to create a specialized
court for intellectual property issues.

Moreover, the countries all over the
world have a broad experience in this
field. Typical samples of a special patent
court are used in the United States of
America, Austria, Germany, Sweden,
Great Britain, South Korea, Taiwan and
others. At the beginning of 2004 the Eu-
ropean Commission proposed to found a
patent court to settle disputes on intellec-
tual property; it starts its activities now.

Effective, qualified settlement of dis-
pute arising from infringement of intellec-
tual property rights is crucial for Ukraine.
After all, nowadays legal procedure has a
prevailing role in the procedures relating
to protection of the rights. Over the past
decade the number of passed judgments is
about 18 000. And a number of such dis-
putes is growing.

To protect intellectual property rights
a court shall implement tribunal and in-
ternational commercial arbitration. In
addition, mediation shall take at last its
place. Country faces overdue need for ac-
tive use of ways alternative to judicial one
to protect intellectual property rights.

In addition, strengthening the role of
the Antimonopoly Committee of Ukraine
is essential in the process of suspension of
unfair competition, inherent to the intel-
lectual property. In this context the coun-
try shall also benefit from the experience
of European countries and may be based
on European directives in this area.

Ukraine has to aim at participation
of its representatives in working groups
of the European Committee on monitoring
intellectual property rights infringement.
Active cooperation shall be arranged with
law enforcement agencies, including Eu-
ropol, customs, special European organi-
zations established to combat infringe-
ments of intellectual property rights.
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However, in the future the decisive
role in improving the protection of intel-
lectual property, in our opinion, should
be played not only by the state govern-
ment (legislative, executive and judicia-
ry), but also to science and education.

Role of legal science is extremely im-
portant in this process. Relevant direc-
tions for finding ways to protect intellec-
tual property rights are reflected in the
Priority areas of legal science develop-
ment in 2016-2020, approved by the Na-
tional Academy of Legal Sciences of
Ukraine in March 2016 [11]. Experts of
our Institute actively participated in
their development.

Decisions taken at parliamentary and
committee hearings on intellectual prop-
erty for the past 15 years, were prepared
with participation of specialists of the In-
stitute. Most of the directions of reforms
in this area as set out in numerous fun-
damental and applied researches of the
Institute [7, 12]. Today, according to the
Priority areas of legal science develop-
ment the Institute is developing a strate-
gy for the development for the next five
years, taking into account the underlying
problems requiring solving at the level of
national policy. For example, the direc-
tion of legal maintenance of national se-
curity and international law stipulates
the drawing of the draft law «On legal
protection of secret inventions», which
will include study of the experience of
NATO countries, offer incentive mecha-
nisms to encourage the creation and use
of secret inventions and protection of the
rights of inventors.

Currently the Institute continues
working on a number of laws, including
the draft law relating to issues of legal
protection and enforcement of intellectu-
al property rights in the field of national
defense. Thus, it 1s offered to make
amendments and alterations to the Com-
mercial Code of Ukraine, Laws of
Ukraine «On the State Defense Order»,
«On the assessment of property, property
rights and professional valuation activi-
ties in Ukraine», «On state control over

international transfers of military and
dual-use» and so on.

In addition, within academic pursuits
experts of the Institute focus their efforts
upon scientific and practical develop-
ments in intellectual property field, cou-
pled with issues of human rights; nation-
al security and defense; IT business;
biotechnology, biosafety, green ecology;
energy-saving technologies and so on.

From the start of its activity the Insti-
tute made efforts to create a national
school of intellectual property rights.
Today the results of scientific work of the
Intellectual Property Research Institute
include more than 50 monographs, 20
manuals and more than 20 comments
and guidelines. Our Institute prepares
the thesis for the degree of Doctor of Sci-
ence in Philosophy (PhD) and Doctor of
Science.

Currently, there are reasons to talk
about intellectual property right as a
shaped phenomenon (not just as an insti-
tution of civil law). Intellectual property
1s now perceived as a complex legal area,
including knowledge of the history, theo-
ry of law, civil, criminal, administrative,
financial, tax, customs and many other
legal aspects. In fact, a scientific plat-
form has been created for 15 years, gath-
ering supporters of this trend. Over the
years we have established close coopera-
tion with all scientific and educational
centres of Ukraine and many European
(Polish, Slovak, German, and Baltic) in-
stitutions specializing in this area.

One of the basic problems for Ukraine
is the building of legal culture of «fair
user». Achieving of this objective shall be
one of the educational tasks. It shall be
taken into account at formation of new
educational standards, including intel-
lectual property ones.

Specialists of the Institute are in-
volved to organization or teaching mas-
ter programs on intellectual property
throughout Ukraine. Today Intellectual
Property education is available in Kyiv,
Kharkiv, Dnipro, Odesa, Lviv, Sumy etc.
It may refer to a degree of legal, econom-

10
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ic, technical direction, with a focus on
creativity, invention, law, management.
Ukraine has founded special master pro-
grams on intellectual property, taking
into account the experience in teaching of
intellectual property disciplines in major
European centres, including Munich,
Turin, Bilbao and others.

Thus, Taras Shevchenko National
University of Kyiv founded the Depart-
ment of Intellectual Property three years
ago. The department has three accredit-
ed master’s programs: 1) for lawyers it is
«Intellectual Property Rights»; 2) inter-
disciplinary master's program «Intellec-
tual Property» (which includes law, eco-
nomics, management of intellectual
property disciplines for people with dif-
ferent education); 3) master’s program
«Intellectual Property» accredited jointly
with the Baltic University — Mykolas-
Romeris University (double diploma of
Ukraine and the EU, in English). Howev-
er, at this time less than 100 experts in
the field of IP graduate in Ukraine per
year. It absolutely does not reflect the
real needs of the state, as it needs not
just lawyers.

Institute initiated and conducts dur-
ing the third consecutive year the Sum-
mer School on Intellectual Property in
cooperation with National Taras
Shevchenko University of Kyiv and the
State Intellectual Property Service of
Ukraine, which invite leading experts in
this field. Ukraine actively conducts na-
tional student competitions and contents
on intellectual property; for many years
the Institute is also involved in their
arrangement.

It should be noted that one of the ac-
tivities of the Institute since its estab-
lishment is spreading knowledge on in-
tellectual property in Ukraine. Today the
Institute does its best to meet the needs
of society for information on various as-
pects of law and economics of intellectual
property. Specialists of the Institute are
involved in educational projects aimed
particularly at increasing legal aware-
ness of citizens.

In this relation, we believe that one of
the main objectives of science and educa-
tion is systematic and continuous conduc-
tion of various scientific and educational
activities, programs and active work with
the media to expand the cultural level of
the population at 180 degrees — to the di-
rection corresponding to the view of the
civilized world in relation to intellectual
property rights. The international com-
munity is actually interested in adequate
security and even more, in adequate pro-
tection of intellectual property rights: to
stop infringement, to ensure royalty pay-
ment, to suspend sites with illegally pro-
duced items, to ensure that counterfeit is
not the norm no more. If we try to make
the country attractive to foreign invest-
ment, we have to ensure the appropriate
level of protection. No one expects the
changes to effectively start operating
within six months, but the world shall see
that we are making certain steps.

We consider the popularization of
knowledge on intellectual property as the
mission of our Institute. We are working
on a strategy of national policies on intel-
lectual property. Efforts are made to intro-
duce in Ukraine the policy aimed at devel-
oping the creative economy, creativity and
inventiveness. We believe that educational
programs shall promote basic questions of
intellectual creativity in mass media, on
TV and radio. Mass media should present
the achievements of science, because we
have them and the problem is only their
promotion and popularization. It shall be
noted that it is much easier to work with
the younger generation in Ukraine. After
all, it is not necessary to argue with the
youngsters that intellectual property
rights shall also be respected. State «intel-
lectual property» policies had been imple-
mented for 20-30 years in developed coun-
tries of the world, countries that made eco-
nomic breakthroughs. In our country, this
policy also has its time lag. We have to act
without waiting for immediate results, but
seeing the ultimate goal ahead. &
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Opiaox O. Poaps npaBoBoii Hayku B niponecce pedopMupoBanud cepnbl MHTEJI-
JIEKTyaJIbHOM COOCTEEHHOCTU B YKpauHe: JOCTHIKEeHUA, 3aJadu, muccus. ABTop
aHaJIM3UPYeT IIard Y KPauHbl B PA3BUTUU 3aKOHOIATEIECTBA B Chepe MHTEJJIEKTYaJIbHON
cobcrBernHocTH. [loMmumo aToro, aBTOp aHaNM3UpyeT mocTu:keHus HaydmHo-mcciiemoBaTests-
CKOT0 MHCTUTYTA WHTEeJUIeKTyasibHO# cobctBennoct HAIIpH Vipawner B passutum cuc-
TeMBI MHTEJJIEKTYAJIBHON COOCTBEHHOCTH Y KPAWHBI ¥ 3HAKOMUT YNTATEJIEH C IeJIIMU U 3a-
JavyaMU ero JesITeJIbHOCTH.

Kniouesbie csi06a:; nHTEJIEKTYaIbHAsA COOCTBEHHOCTH, 00pa3oBaHMe, HAYKA, 3aKOHO-
npoextsl, HUW unrennexryansHoi coocrsennoct HAIIpH Vrpaumnnr, pedopmupoanme
3aKOHOIATEILCTBA

Orliuk O. The role of legal science in the process of reforming intellectual
property sphere in Ukraine: achievements, objectives, mission. The author ana-
lyzes the steps taken by Ukraine in the development of legislation in the field of intellec-
tual property. In addition, the author analyzes the achievement of the Intellectual Proper-
ty Research Institute of the NALS of Ukraine in the development of intellectual property
of Ukraine and acquaints readers with the goals and objectives of its activities.

Keywords: intellectual property, education, science, laws, Institute of Intellectual Prop-
erty NALS of Ukraine, law reform
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